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Equitable Estoppel May Be The New Laches Defense 

Law360, New York (April 11, 2017, 11:15 AM EDT) --  
In the recent U.S. Supreme Court decision in SCA Hygiene Products Aktiebolag v. 
First Quality Baby Products LLC, the court rejected the equitable defense of laches 
in some patent cases. The court noted that equitable estoppel can protect against 
“unscrupulous patentees inducing potential targets of infringement suits to invest 
in the production of arguably infringing products.” 
 
However, will equitable estoppel take the place of laches as a defense in patent 
infringement cases? 
 
Background — The SCA Hygiene Decision 
 
In 2010, SCA sued First Quality for infringement of U.S. Patent No. 6,375,646 in the 
Western District of Kentucky. Ultimately, the district court granted First Quality’s 
motion for summary judgment of no damages based on both equitable estoppel 
and laches. SCA appealed the decision to the Federal Circuit. A panel of Federal 
Circuit judges affirmed the district court’s decision, despite the Petrella ruling. At 
the en banc rehearing, the Federal Circuit affirmed yet again. The Federal Circuit 
based its decisions on case law precedent, namely A.C. Aukerman Co. v. R. L. 
Chaides Constr. Co., 960 F. 2d 1020 (Fed. Cir. 1992) (en banc), which barred a claim 
for damages based on laches. Citing that case, the Federal Circuit declined to apply 
Petrella v. Metro-Goldwyn-Mayer Inc., 134 S.Ct. 1962 (2014) to patent cases, 
reasoning that Congress had codified a laches defense in the Patent Act at 35 
U.S.C. § 286. 
 
The U.S. Supreme Court granted SCA’s petition for certiorari to answer whether Petrella, which rejected 
the defense of laches within the applicable statute of limitations period for copyright cases, also applies 
to patent cases. In a 7-1 decision, the Supreme Court answered that question affirmatively, holding that 
Petrella applies to patent cases and rejects a defense of laches for damages incurred within the six-year 
limitations period prescribed by Section 286. The majority explained that separation-of-powers 
principles and the traditional role of laches in equity warranted the conclusion. A statute of limitations 
evinces congressional intent for a specific time rule, instead of an equitable case-by-case determination. 
Allowing courts to determine whether laches bars damages within the six-year period is “legislative-
overriding,” which exceeds the Judiciary’s power and conflicts with the “gap-filling” purpose of equitable 
remedies, where statutory law is unavailable. 
 
Justice Stephen Breyer wrote the only dissent, observing that abolishing laches as a defense in these 
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circumstances could “have harmful and unfair legal consequences,” because patentees will no longer be 
precluded from waiting many years — potentially up to twenty years or more after applying for the 
patent — to bring a lawsuit. 
 
However, equitable estoppel may still be a defense within the six-year patent statute of limitations, 
because the court in SCA Hygiene did not rule on equitable estoppel, and more importantly both the 
majority and dissent in SCA Hygiene recognized an important point regarding equitable estoppel: that 
the doctrine can protect against some of the problems that may ensue as a consequence of the court’s 
decision rejecting laches. The majority opinion stated: “We note, however, as we did in Petrella, that the 
doctrine of equitable estoppel provides protection against some of the problems that First Quality 
highlights, namely, unscrupulous patentees inducing potential targets of infringement suits to invest in 
the production of arguably infringing products.” 
 
A review of applicable case law reveals that defendants have invoked successfully the equitable estoppel 
defense in situations where laches is now barred. 
 
Equitable Estoppel 
 
Equitable estoppel is a defense that can entirely bar a patent infringement suit, provided the accused 
show that: (1) the patentee, through misleading conduct, led the alleged infringer to reasonably believe 
that the patentee did not intend to enforce its patent against the infringer; (2) the alleged infringer 
relied on that conduct; and (3) due to its reliance, the alleged infringer would be materially prejudiced if 
the patentee were permitted to proceed with its charge of infringement. A.C. Aukerman Co. v. R.L. 
Chaides Constr. Co., 960 F.2d 1020, 1028 (Fed. Cir. 1992). Case law reveals that the equitable estoppel 
defense applies in situations where laches previously applied, in particular, when patentees send cease 
and desist letters to alleged infringers, but take to further action for a period of time. 
 
To successfully argue an equitable estoppel defense a more fact specific analysis is required as 
exemplified by the following. 
 
Misleading Conduct 
 
A survey of case law on equitable estoppel reveals that misleading conduct can take many forms. 
However, common to those forms is that “the statements or conduct of the patentee must support an 
inference that the patentee did not intend to press an infringement claim against the alleged infringer. It 
is clear, thus, that for equitable estoppel the alleged infringer cannot be unaware — as is possible under 
laches — of the patentee and/or its patent.” Sprint Commc'ns Co. LP v. Comcast Cable Commc'ns LLC, 
No. 11-2684-JWL, 2016 WL 7052055, at *13 (D. Kan. Dec. 5, 2016). The court in PPC Broadband Inc. v. 
Corning Optical Commc'ns RF LLC, No. 511CV761GLSDEP, 2016 WL 6537977, at *3 (N.D.N.Y. Nov. 3, 
2016) sets forth that “patentees may mislead alleged infringers through inaction or silence, however, 
such “inaction must be combined with other facts respecting the relationship or contacts between the 
parties [sufficient to show actual or constructive knowledge of the alleged infringement] to give rise to 
the necessary inference that the claim against the [infringer] is abandoned.” For example: 

 Twelve years after an alleged infringer informed a patentee that it was aware that patentee was 
advising potential customers that its product infringed on patentee’s patent. Further the alleged 
infringer advised patentee that it believed the “claims of the patent [were] not valid” and asked 
the patentee to provide information to the contrary if the patentee disagreed with that position. 
The patentee never responded to the letter, so the defendant continued to sell the allegedly 



 

 

infringing product. The court held that given this history of conduct between the parties, the 
patentee’s choice to not pursue a patent-infringement claim for over 12 years is evidence of 
misleading conduct. John Bean Techs. Corp. v. Morris & Assocs., Inc., No. 4:14-cv-00368, 2016 
WL 7974654, at *3 (E.D. Ark. Dec. 14, 2016.) 

 In Aspex Eyewear Inc. v. Clariti Eyewear Inc., 605 F.3d 1305 (Fed. Cir. 2010) the court found that 
a patentee was equitably estopped from suing for infringement. The court reasoned that a three 
year period of silence following an alleged infringer’s reply to a cease-and-desist letter stating 
that they believed there was no infringing conduct was misleading. 

 In Stryker Corp. v. Zimmer Inc., 741 F. Supp. 509, 513 (D.N.J. 1990), the court held that a 
patentee’s claim was barred after a nearly three-year delay in asserting its infringement claim. 
The court reasoned that when a patentee with “knowledge of the alleged infringing activity, 
does nothing over a period of years other than mislead a purported infringer and those who 
have gone before to believe that there was and is no problem, lying in wait until it has become 
‘commercially and economically worthwhile’ to do something, has engaged in affirmatively 
misleading silence of the worst order.” 

Thus, generally for inaction or silence sufficient to sustain an equitable estoppel defense a patentee 
must have a clear basis for knowledge of the allegedly infringing activity to give rise to an obligation to 
speak. PPC Broadband at *4. 
 
Reliance 
 
To establish reliance, an accused infringer must show that it reasonably and substantially relied on the 
misleading conduct of the patentee in connection with taking some action. This generally means that to 
show reliance, the alleged infringer must show a relationship or communication with the plaintiff 
existed which caused the infringer to go ahead with his or her activity. 
 
Material Prejudice 
 
Prejudice is established by a change of economic position or loss of evidence. For example, in Aspex 
Eyewear the court found defendant’s promotion of the allegedly infringing product and expansion of its 
sales force during a period of silence after patentee’s aggressive demand letters constituted business 
development. The court held that such business development by defendant, and inaction by patentee, 
represents a significant change in economic position and constitutes material prejudice sufficient to 
support equitable estoppel. 
 
Finally, even if an alleged infringer establishes the three elements of equitable estoppel the courts may 
exercise its discretion and decide not to allow the defense of equitable estoppel to bar the suit after 
consideration of any other evidence and facts respecting the equities of the parties. 
 
How Viable is Equitable Estoppel as a Patent Infringement Defense? 
 
Cases show that the equitable estoppel defense can apply in many of the same fact scenarios where 
laches previously applied. 
 
To successfully defend against an infringement claim using equitable estoppel a defendant must show a 
patentee had actual or constructive knowledge of the alleged infringing activity. This makes the doctrine 



 

 

of equitable estoppel particularly useful in cases where a patentee takes some affirmative action 
indicating an intention to enforce a patent, such as sending cease and desist letters, but does not file 
suit for an extended period of time. 
 
For example, where a patent troll sends a demand letter, but then takes no action to enforce its patent. 
The alleged infringer does not have to simply stop all activity because of this letter. The equitable 
estoppel defense can be invoked and in the proper factual situations prevent this type of problem. 
 
Even in the absence of an affirmative action by a patentee indicating an intention not to enforce a 
patent, a defendant may still succeed in invoking an equitable estoppel defense. This requires that it can 
be shown that the patentee had constructive knowledge of the alleged infringing activity. Constructive 
knowledge can potentially be shown by activities that are open, notorious, and prevalent in the relevant 
community. 
 
—By Ann G. Fort, Robert R.L. Kohse and Steffan Finnegan, Eversheds Sutherland (US) LLP 
 
Ann Fort is a partner, Robert Kohse is an associate and Steffan Finnegan is a law clerk in Eversheds 
Sutherland's Atlanta office. 
 
The opinions expressed are those of the author(s) and do not necessarily reflect the views of the firm, its 
clients, or Portfolio Media Inc., or any of its or their respective affiliates. This article is for general 
information purposes and is not intended to be and should not be taken as legal advice. 
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