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New Year's IP Resolutions For Companies 

By Ann Fort, Anna Halsey and Rob Kohse                                                                                                                       
January 4, 2018, 10:43 AM EST 

It’s that time of year again — a new calendar on your desk and a list of resolutions 
to try and keep! As we all look to improve in the new year, here are some “best 
practices” that everyone with a patent and trademark portfolio should put on their 
to-do list: 
 
1. Schedule at least quarterly meetings with product design and marking teams 
to identify any potentially protectable innovations for 2018. 
 
Meetings should be scheduled well in advance so that development teams can 
arrive prepared to share new developments. Innovation teams should detail new 
products so that patent-eligible inventions can be identified. Similarly, for 
marketing teams, new trademarks and service marks should be identified so that 
clearance searches can be performed well in advance of product launch. If you 
publish written materials, or create software, you should use your quarterly 
meetings to identify which materials should be registered with the U.S. Copyright 
Office. Absent registration, you cannot maintain a claim for copyright infringement 
in federal court, and your potential damages award may be limited if you wait to 
register your copyright until after an infringement has occurred. 
 
2. Update your list of patent-covered products and check for marking compliance. 
 
Compliance with the "patent marking" statute allows for maximum recovery of 
presuit damages in future enforcement efforts. Without proper marking, those 
presuit damages are not recoverable, absent actual notice to the infringer. Proper 
patent marking involves providing notice to the public that a product is covered by 
a valid patent. See 35 U.S.C. § 287. If your company has not done so, consider 
implementing “virtual marking,” as detailed in the section below, which eliminates 
the hassle and expense of revising on-product markings, especially in fast-moving 
industries. 
 
3. If you are not already doing so, switch to a virtual patent marking system. 
 
The America Invents Act of 2011 gave us virtual patent marking, which allows a patent holder to meet 
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the patent marking requirement by placing the word "patent" or the abbreviation "pat." on a patented 
product along with an internet address that is free to the public and associates the patented product 
with the relevant patent number or numbers. Patent owners who want to take advantage of this change 
in the law should: 

 Mark your product and/or packaging with the word patent or pat. and with the 
internet address of a website that is free to the public that will associate the 
patented product with the relevant patent number or numbers. 

 Create a website that identifies the patents associated with your 
products/product lines. 

 Update your patent website page as soon as possible any time there is a change 
in status of your patent portfolio. Instruct your patent counsel to copy the 
person in charge of maintaining the website when transmitting newly issued 
patents to the company. Add new patents the day they issue, if possible. 
Remove old and invalid patents as soon as they expire or are declared invalid in 
a final decision. Update the website to add new products and product lines that 
incorporate existing patents before they hit the market. 

 Archive or otherwise log or track any changes made to the website so that you 
have business records showing when each patent was first added, and any 
other changes to product marking. 

 
4. Update your list of products and offerings covered by registered trademarks and check for marking 
compliance. 
 
To recover past damages for certain forms of trademark infringement, trademark owners must provide 
notice that the mark is registered. See 15 U.S.C. § 1111. This notice applies to any registered mark, 
including word marks, trade dress and insignia. Many companies overlook this requirement, thus 
harming the value of their intellectual property portfolios. Trademark owners have three options for 
marking, and the notice should be placed where the ordinary observer will be on notice that the mark is 
registered. Any of these options is correct: 

 Include this symbol ® in association with the trademark; 
 Include the phrase “Registered in U.S. Patent and Trademark Office” in 

association with the trademark; or 
 Include “Reg. U.S. Pat. & Tm. Off.” in association with the trademark. 

 
Don’t start marking too soon! You can only use ® with registered marks. Merely applying for a 
registration is not sufficient to allow marking. Use of ® with an unregistered mark or for unregistered 
goods/services can give rise to a false advertising claim, provide a basis for an equitable defense to 
infringement claims, and/or provide a basis for the U.S. Patent and Trademark Office to reject a pending 
application. But do include “TM” in association with any mark the company adopts while registration is 
pending. 
 
5. Search and make sure only licensed users are using your trademarks and patented technology. 



 

 

 
Now is a good time to search the marketplace for possible infringers of your IP rights. Follow-up 
searches should also be scheduled throughout the year. There are vendors and research firms that offer 
these services, if you lack staff to perform this research. 
 
6. Audit all licensees for compliance with patent marking and other license requirements. 
 
Courts consider the statutory patent marking requirement to apply to patent licensees, where the 
licensed patent covers a product sold by the licensee. That means that your licensees should mark their 
licensed products covered by the licensed patent, or you may not be able to recover presuit damages 
against an infringer. For that reason, and to recover pre-suit damages from infringers in future 
enforcement actions, audits of licensees should be conducted with some regularity to confirm 
compliance with the marking requirement. 
 
7. Audit your own practices for protecting your trade secrets. 
 
Trade secrets are a valuable asset to any company, but protecting trade secrets takes some work. The 
best practices for protecting trade secrets depend on your company’s unique situation. Some commonly 
used best practices include requiring all employees and contractors to sign nondisclosure agreements; 
requiring employees with close exposure to trade secrets to sign specific non-compete agreements that 
can be upheld in court if litigated; making sure that trade secret materials are appropriately marked as 
confidential; and maintaining the trade secrets in a secure environment with limited access. Particularly 
in larger companies, it’s easy to overlook compliance with these best practices, so it’s a good idea to 
check periodically to ensure that your company’s trade secrets are protected. 
 
Here’s to a successful 2018! 
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